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— The MAILING DATE of tfiis communication appears on the caver sheet t}eneath th conespondence address- 
Period tor Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE T^/?i^Z^ MONTH(S) FROM THE MAIUNG DATE 
OF THIS COMMUNICATION. 

- Extensions of tune may Ise available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed after SIX MOI^THS 
from the meuTing date of this communication. 

- If the pefiod for reply specified above is less than thirty ^) days, a reply within ttie statutory nvnimum of thirty (30) days will be conadered timely. 

- K NO perk)d for reply is specified above, such period shaU, by defemit, expire SIX (6) MOff^^ 

- Failure to reply within the set or extended period for reply will, by statute, cai^ the application to become ABANDONED (35 U.&C. § 1 33). 

- Any reply received by the Office later ttian tfiree morrths after tfie mailing date of this communication, even if timely, may reduce any eamed patent 
term adjustment See 37 CFR 1 .704(b). 

Status 

Qi^^ Responsive to communication(s) filed on 

□ This action Is HMAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayte, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

' Claim(s) 



/2 -V 



Of the above claim(s)- 

□ Claim(s)- 
J&Claim(s)- 

□ Claim(s)- 

□ Clalm(s)- 



Application Papers 

□ The proposed drawing correction, filed on . 

□ The drawing(s) filed on 



is/are pending in the application. 

- is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



is □ approved □ disapproved. 



is/are objected to by the Examiner 



□ The specification is objected to by the Examiner. 

□ The oaVn or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 1 9 (aHd) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119 (£0-(d). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of tiie priority documents have been received 

in this national stage application from the International Bureau (PCT Rule 17.2(a}) 
'Certified copies not receded: ■. 



Attachment(s) 

^Infonnation Disclosure Statement(s), PTO-1449, Paper No{s). 
□ Notice of ReferBnce(s) Cited, PTO-892 
Q Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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Note new examiner, and the allowability indicated in the last Office Action is withdrawn 
due to new ground of rejection. 

Claim 1 1 is objected since "from" is located between 1st and 2nd formulas rather than in 
front of formula 1. Claims 12 and 13 are objected since a phrase " wherein s^id pplyaminoest er 
has a formula selected from (1, 2, 3, 4, 5) and (6)" is missing. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and xising it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The claims 11-13 is not commensurate in scope with an enabling disclosure until the named 
groups for "substituted", as described in the instant specification, are recited in the claims for 
"substituted". If there are no examples for "substituted", in the instant specification, "substituted" 
must be cancelled because the specification is not enabling for the skilled artisan to practice the 
invention. It would require undue experimentation to determine all of the groups which are 
encompassed by "substituted" and how to attach these groups to the claimed compound. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 
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Claim 12 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

A broad range or limitation together with a nartow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 
2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by "such as" 
and then narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely exemplary 
of the remainder of the claim, and therefore not required, or (b) a required feature of the claims. 
Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); £jc 
parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). 
In the present instance, claim 12 recites the broad recitation wherein said polyaminoester is 
composed of polyamines and bis- or polyacrylates . and the claim also recites particular formulas 1 
to 6 which is the narrower statement of the range/limitation. 

The recited polyamines and bis- or polyacrylates encompass repeating monomers other 
than those in said formulas 1 to 6 since triamines and triacrylates fall within the scope of said 
polyamines and polyacrylates, respectively. Also said formulas 2, 4 and 6 do not have repeating 
polyamines. 
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Claims 11-13 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 1 1 2, first and second paragraph, set forth in this OflBce action. 

The insertiun of a continuing data regarding the provisional application at the 
beginning of the sjieciflcation is needed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tae H. Yoon whose telephone number is (703) 308-2389. The examiner 
can normally be reached on Monday to Thursday from 8:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9310. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



THY/Janaury 14, 2003 




TAE H.YOON 
PRIMARY EXAMINER 



